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RUGE ERO, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 1-20, all of the clainms pending in the present
appl i cation.

The clained invention relates to a process for converting
bl ack-and-white col or separation information contained in

Post Scri pt ™ software to a col or separation which can drive a
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col or output device to print at |least two different colors.
More particularly, Appellant indicates at page 3 of the
specification that the position of conmands in the bl ack-and-
white software that define the color output for one col or
separation is determ ned, and the conmands are changed to
indicate that a color other than black is to be produced.

Caimlis illustrative of the invention and reads as
fol |l ows:

1. A process for converting bl ack-and-white col or
separation information contained in Post-Script
sof t war e
to col or separation information which can drive a col or
out put device to print at |least two different colors,
sai d process for converting bl ack-and-white col or
separation i nformation conprises determ ning positions
of commuands
in the black-and-white software which define the col or
output for the information on one col or separation,
changi ng at | east one of the commands to indicate that
a color other than black is produced, and producing col or
output information that will effect trapping fromsaid
bl ack- and-whi te col or separation information when said
col or output device is driven to produce a col or image.

The Exam ner relies on the followng prior art:

Ger aci 5,029, 115 Jul . 02,
1991
Ni ckell et al. (N ckell) 5,113, 356 May
12,
1992
Dal rynple et al. (Dalrynple) 5,243,414 Sep.
07,
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1993
(Filed Jul. 29, 1991)

Clainms 1-20 stand finally rejected under 35 U.S.C. § 103.
As evidence of obviousness, the Exam ner offers N ckell in
view of Geraci with respect to clains 1, 2, 5, 13, 14, 19, and
20, adding Dalrynple to the basic conbination with respect to

clains 3, 4, 6-12, and 15-18.
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Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is nade to the Brief and Answer for the
respective details thereof.

CPI NI ON

We have carefully considered the subject matter on appeal,
the rejection advanced by the Exam ner and the evi dence of
obvi ousness relied upon by the Exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, Appellant’s argunents
set forth in the Brief along with the Exam ner’s rationale in
support of the rejection and argunents in rebuttal set forth in
t he Exam ner’s Answer

It is our view, after consideration of the record before
us, that the evidence relied upon and the |evel of skill in the
particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
in claims 1-20. Accordingly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,
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837 F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. GCir. 1988).
In so doing, the Exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one

having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stem from sone
teachi ng, suggestion or inplication in the prior art as a whol e
or know edge generally available to one having ordinary skil

In

the art. Uniroyal Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USP@d 1434, 1438 (Fed. Cr.), cert. denied, 488 U S.

825 (1988); Ashland QI, Inc. v. Delta Resins & Refractories,

Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cr. 1985),
cert.

denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the Exam ner are an essenti al
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part

of conplying with the burden of presenting a prinma facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQ2d
1443, 1444 (Fed. Cir. 1992).

Wth respect to independent clains 1, 2, 13, 19, and 20,
the Exami ner, as the basis for the obviousness rejection,
proposes to nodify (Answer, page 6) the black and white to
col or conversion process of N ckell by relying on Geraci to
supply the m ssing teachings of converting black and white

col or separation information to effect color trapping.
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In response, Appellant (Brief, pages 11-15) contends that,
since the Exam ner has not established proper notivation for

conmbi ning Nickell and Geraci, a prim facie case of obvi ousness

has not been established. After careful review of the N ckel
and Ceraci references in light of the argunents of record, we
are in agreenent with Appellant’s position as stated in the
Brief.

Qur interpretation of the colorization process described
by Ni ckell coincides with that of Appellant. 1In Nckell, a
singl e page of color information is created froma bl ack and
white i mage by an indication of what areas of the black and
white image are to be colored. 1In our view, the colorization
process described by Nickell in which the mani pul ati on of data
in color separation files is never disclosed, has little
relationship to a process in which data in separate col or
separation files are conbined to produce a col or i mage such as
described in Geraci. It is our opinion that the Exam ner has
conbi ned the general teachings of the black and white to col or
conversion systemof N ckell with the trapping resultant color
separation files conversion systemof Geraci in sone vague
manner w t hout specifically describing how the teachi ngs woul d
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be conbi ned. This does not persuade us that one of ordinary
skill in the art having the references before her or him and
using her or his own know edge of the art, would have been put
i n possession of the clainmed subject matter.

Further, we are cognizant of the Exam ner’s assertion
(Answer, page 6) as to the conventionality of using color
separation techniques for color printing. Notw thstanding the
nerits of this contention, however, we find no convincing
reasoni ng supplied by the Exam ner as to how and why the
skilled artisan woul d apply such col or separation teachings to
the process described by Nickell. The nere fact that the prior
art may be nodified in the nmanner suggested by the Exam ner
does not nmake the nodification obvious unless the prior art

suggested the desirability of the nodification. 1n re Fritch,

972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84 n.14 (Fed.
Cir. 1992). W are left to speculate why the skilled artisan
woul d nodify the col or conversion systemof N ckell with the
col or separation teachings of CGeraci. The only reason we can
di scern is inproper hindsight reconstruction of Appellant’s
clai med i nvention.

We have considered the Dalrynple reference which was
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applied by the Exam ner solely to address the thermal transfer
i magi ng features of several of the dependent clains. W find
not hi ng, however, in Dalrynple which would overcone the innate
deficiencies of the proposed conbinati on of N ckell and Gerac

di scussed supra.
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Accordi ngly, since the Exam ner has not established a

prima facie case of obviousness, the 35 U S.C. § 103 rejection

of i ndependent clains 1, 2, 13, 19, and 20, and clains 3-12 and
14- 18 dependent thereon, cannot be sustained. Therefore, the

deci sion of the Exam ner rejecting clains 1-20 is reversed.

REVERSED
)
LEE E. BARRETT )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
M CHAEL R FLEM NG )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
JOSEPH F. RUGAE ERO )
Adm ni strative Patent Judge )

JFR hh
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